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DETAILED ACTION 



Response to Arguments 

1 . Applicant's arguments with respect to claims 1-14 have been considered but are 
moot in view of the new ground(s) of rejection. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 9 and 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Meuronen, U.S. Patent No. 6,597,917. 

Regarding claim 9, Meuronen discloses a method for transmitting user identified 
storable information with a communication device over a communication system (col. 1 , 
lines 26-28), the method comprises the steps of: inherently formatting user identified 
storable information in accordance with a protocol being followed by the communication 
system as evidenced by the fact that the system and transmitting mobile terminal can 
communicate with each other; and transmitting the user identified storable information 
over a signaling channel of the communication system (col. 1, lines 26-38). 



Claim Rejections - 35 USC § 102 
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Regarding claim 1 1 , Meuronen discloses the method of claim 9 where the 
communication device is either a cellular phone, a PDA or a personal computer (figures 
1 and 2. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1, 7, 8 and12-14 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Meuronen in view of Krishnamurthi et al (Krishnamurthi), U.S. Pub. No. 
2001/0001089. 

Regarding claim 1 , Meuronen discloses a method for delivering user information 
over a communication system, the method comprising the steps of: receiving user 
identified storable information over a signaling channel (col. 1 , lines 26-38); and 
transmitting the received information to a destination over an available signaling 
channel (col. 1 , lines 35-38). Meuronen further discloses wherein voice and/or data can 
also be transmitted to desired users over traffic channels (col. 1 , lines 18-22). 

Meuronen, however, fails to specifically disclose transmitting the received 
information (SMS message) over an available traffic channel. 
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In a similar field of endeavor, Krishnamurthi discloses a system and method for 
mobile switching center initiated service negotiation. Krishnamurthi further discloses 
delivering SMS messages to users over traffic channels (page 3, para 0033). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to modify Meuronen with the teachings of Krishnamurthi since as evidenced, it 
is well known to transmit SMS messages on traffic channels in addition to voice and 
data. Further, such a technique would allow more system flexibility in sending SMS 
messages, thereby reducing system congestion. 

Regarding claim 7, the combination of Meuronen and Krishnamurthi discloses 
the method of claim 1 and further discloses where the received information is 
transmitted over an available traffic channel inherently at a time determined by the 
communication system when the user has not specified a transmission time as 
evidenced by the fact the systems delivers the message (col. 1 , lines 35-38). 

Regarding claim 8, the combination of Meuronen and Krishnamurthi discloses 
the method of claim 1 and further discloses the step of postponing the transmission of 
the received information until at least one traffic channel becomes available 
(Krishnamurthi, page 3, para 0034 and 0035). 

Regarding claim 12, Meuronen discloses a method for receiving user identified 
storable information with a communication device over a communication system, the 
method comprising the steps of: inherently receiving an alert signal over a signaling 
channel of the communication system; transmitting a response signal (i.e., the response 
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signal could read on the user identification) over a signaling channel of the 
communication system (col. 1, lines 26-49). 

Meuronen, however, fails to disclose receiving user identified storable 
information over a traffic channel of the communication system. 

Krishnamurthi discloses receiving user identified storable information (SMS 
messages) over a traffic channel of the communication system (page 3, para 0033). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to modify Meuronen with the teachings of Krishnamurthi since as evidenced, it 
is well known to transmit SMS messages on traffic channels in addition to voice and 
data. Further, such a technique would allow more system flexibility in sending SMS 
messages, thereby reducing system congestion. 

Regarding claim 13, the combination of Meuronen and Krishnamurthi discloses 
the method of claim 12 where the step of transmitting a response signal over a signaling 
channel comprises inherently formatting the response signal in accordance with a 
protocol being followed by the communication system as evidenced by the fact that the 
system and transmitting mobile terminal can communicate with each other (Meuronen, 
col. 1, lines 26-49). 

Regarding claim 14, the combination of Meuronen and Krishnamurthi discloses 
the method of claim 9 where the communication device is either a cellular phone, a PDA 
or a personal computer (figures 1 and 2). 




Application/Control Number: 09/849,088 Page 6 

Art Unit: 2681 

6. Claims 2, 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Meuronen in view of Krishnamurthi as applied to claim 1 and further in view of 
Boltz et al (Boltz), U.S. Patent No. 6,044,275. 

Regarding claim 2 f the combination of Meuronen and Krishnamurthi discloses 
the method of claim 1 as described above and further includes storing the received 
information (Meuronen, col. 1, lines 26-28). 

The combination, however, fails to disclose determining a transmission time and 
a destination from the received information; transmitting an alert signal over a signaling 
channel to the destination; and receiving a response signal over the signaling channel 
from the destination. 

In a similar field of endeavor, Boltz discloses a system and method for time 
defined delivery of short message service messages. Boltz further discloses 
determining a transmission time and a destination from the received information; 
inherently transmitting an alert signal over a signaling channel to the destination; and 
receiving a response signal over the signaling channel from the destination (col. 2, lines 
35-40, col. 4. lines 57-62, col. 3, lines 4-10). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to modify the combination of Meuronen and Krishnamurthi with the teachings 
of Boltz for the purpose of allowing a user control of when a desired SMS message is to 
be delivered. 

Regarding claim 3, the combination of Meuronen, Krishnamurthi and Boltz 
discloses the method of claim 2 where the step of transmitting an alert signal comprises: 
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formatting the alert signal in accordance with a protocol being followed by the 
communication system; and transmitting the alert signal over a signaling communication 
channel prior to the transmission time where the transmission time is specified by the 
user or by the system (Boltz, as explained in the previous office action, col. 2, lines 35- 
37, col. 4, lines 30-33). 

Regarding claim 6, the combination of Meuronen, Krishnamurthi and Boltz 
discloses the method of claim 2 where the step of determining a transmission and a 
destination address comprises the step of retrieving transmission time data and the 
destination data from the received information (Boltz, col. 3, lines 25-33). 

7. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Meuronen, Krishnamurthi, Boltz and Matsukane et al (Matsukane), U.S. Patent No. 
5,467,341. 

Regarding claim 4, the combination of Meuronen, Krishnamurthi and Boltz 
discloses the method of claim 2 as described above. The combination, however, fails to 
disclose where the alert signal is transmitted a certain number of times designated by 
the user. 

Matsukane discloses this limitation (abstract, lines 16-20). At the time of 
invention, it would have been obvious to a person of ordinary skill in the art to modify 
the combination of Meuronen, Krishnamurthi and Boltz with the teachings of Matsukane 
for the purpose of ensuring the message is received. 
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Regarding claim 5, the combination of Meuronen, Krishnamurthi and Boltz 
discloses the method of claim 2 as described above and further discloses transmitting a 
message over a signaling channel informing the system that the information cannot be 
delivered (Boltz, col. 2, lines 16-25). 

The combination, however, fails to disclose waiting for a user specified time 
period for a signal responding to the transmitted alert signal; retransmitting the alert 
signal a certain number of times specified by the user. 

Matsukane discloses this limitation (abstract, lines 16-20). At the time of 
invention, it would have been obvious to a person of ordinary skill in the art to modify 
the combination of Meuronen, Krishnamurthi and Boltz with the teachings of Matsukane 
for the purpose of ensuring the message is received. 

Although, the originator is not specifically informed about the failed delivery of the 
message, the examiner believes such limitation would not render the claims patentable 
over the applied reference, since such user notification would require routine skill. 

8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Meuronen in view of Boltz. 

Regarding claim 10, Meuronen discloses the method of claim 9 where the step of 
formatting user identified storable information comprises the steps of: obtaining the user 
identified storable information with a communication device (col. 1, lines 39-49). 
Meuronen, however, fails to disclose inserting transmission time data and destination 
data in the user identified storable information. 



i 
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Boltz discloses this limitation (col. 3, lines 24-36). 

At the time of invention, it would have been obvious to a person of ordinary skill 
in the art to modify Meuronen with the teachings of Boltz for the purpose allowing a user 
more control over when to deliver SMS messages. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Nordstrand et al, U.S. Patent No. 5,487,071. 

Valentine et al, U.S. Patent No. 6,223,045. 

Aaltonen, U.S. Pub. No. 2002/0110116. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Temica M. Davis whose telephone number is (703) 306- 
5837. The examiner can normally be reached on Monday-Thursday (alternate Fridays) 
8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Hudspeth can be reached on (703) 308-4825. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 





Application/Control Number: 09/849,088 



Page 10 



Art Unit: 2681 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Temica M. Davis 
Examiner 
Art Unit 2681 



September 4, 2004 




